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Respected Sir: 

 The Office of the Controller General of Patents, Designs and Trademarks is thanked 

at the outset for the efforts to bring uniformity and consistency to the examination of 5 

Computer Related Inventions (CRI), and for inviting comments on the Draft Guidelines for 

Examination of Computer Related Inventions (CRIs) (hereafter „DRAFT GUIDELINES‟).   

 

 The below comments are respectfully offered for consideration in finalizing the 

guidelines, and they supersede material submitted earlier by the Undersigned. 10 

 

I.  Summary 

 Some critical facts (that did not find mention in the DRAFT GUIDELINES) are 

pointed to, as a basis for showing that interpretation under principles of India Laws, makes 

CRIs patent eligible (not subject to exclusion) under the Patents Act 1970 (as amended), 15 

without some of the restrictions in the DRAFT GUIDELINES.   

 

 In particular, it is shown that the amendment to section 3(k) in Patents (Amendment) 

Ordinance, 2004 (No. 7 of 2004) (hereafter “2004 Ordinance”) merely clarified the pre-

existing state of law, and therefore did not attempt to widen the scope of patent eligibility 20 

of CRIs by amendment to section 3(k). For this reason alone, it concluded that the 

amendment to section 3(k) in the Patents (Amendment) Act, 2005 (No. 15 of 2005) (hereafter 

“2005 Amendments”) did not diminish patent eligibility of CRIs, contrary to the conclusion 

in the DRAFT GUIDELINES. 

 25 

 It is further shown that the amendment to section 2(1)(ja) introducing the requirement 

of „technical advancement‟ further confirms the basic structure of the Patents Act that 
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computer programmes having technical character are patent eligible under the Patents Act 

1970, as amended. 

 

 Based on the above, it is urged that the interpretation of section 3(k) be revisited and 

the guidelines be revised accordingly. 5 

 

 The below commonly presented practical scenarios are also briefly addressed: 

 (A) there is no basis in the Patents Act to conclude that „computer readable medium‟ 

(CRM) claims are excluded from protection under section 3(k) or otherwise; 

 (B) claims presented as both „methods‟ and „apparatus‟ should be accepted if the 10 

subject matter otherwise is found to satisfy the requirements under the Patents Act; and 

 (C) the Patent office is urged to accept claims for CRIs under the three forms (CRM, 

methods and apparatus) noted above so that the Patentees/inventors enjoy all the rights 

contemplated under section 48 of the Patents Act, for the same mental/intellectual 

contributions. 15 

 

II. Detailed Comments 

 1. Many material provisions of the DRAFT GUIDELINES are premised on the 

position in the statement, “Therefore, the re-instatement of the original phraseology of section 

3(k) clearly indicates that the legislature intended to retain the original scope of exclusion and 20 

did not approve its widening under this sub-section as attempted through the ordinance” 

(Page 6 of the DRAFT GUIDELINES, hereafter „CENTRAL POSITION‟).   

 

 2. It is submitted that the conclusion is erroneous in not having properly considered 

the entire applicable legislative context, as required by the appropriate principles of statutory 25 

interpretation.  

 

 3.  As to the applicable principles of statutory interpretation, attached as Annexure A 

are Pages 311-314 of a book entitled, „Principles of Statutory Interpretation‟, 12
th

 Edition 

2010, By Justice GP Singh (hereafter “Justice Singh”), which explains the applicable legal 30 

principles on interpretation of statutes, when a statute is amended. 

 

4.  As explained by Justice Singh, “…when the terms of the enactment in the new 

shape are sufficiently difficult and ambiguous, the consideration of its evolution in the 

statute book is justified as a proper and logical course.” (Page 312).  Justice Singh further 35 

explains, “Change in language is not, however, always indicative of a change in construction 

[41] … addition of words may be to make clear a meaning which was already implied [44]” 

(page 313, Emphasis Added).    

 

5. The CENTRAL POSITION is based on the conclusion that the 2004 Ordinance 40 
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„widened‟ the scope of protection of CRIs.  Review of the legislative history confirms that 

there was no such attempted widening, and in fact it was merely „to make clear a meaning 

that was already implied‟ in accordance with the above quoted principles from Justice Singh. 

 

 6. In support of such an assertions, the below excerpt from Annexure I page 1 of the 5 

„Record of the discussion of the meetings of the Group of Ministers, held on 24.9.2004 and 

25.10.2004…” (Annexure B) is pointed to in further support of such an assertion: 

 

 

 10 

 7.  It is therefore submitted that the proposed amendment in the 2004 Ordinance was 

merely for clarification, and did not widen the scope of protection for CRIs, contrary to the 

conclusion reached in the CENTRAL POSITION of the DRAFT GUIDELINES.   

 

 8.  It accordingly follows that that the law existing prior to 2004 Ordinance control the 15 

interpretation of section 3(k) at least as of post-2004 Ordinance, consonant with the principles 

enunciated by Justice Singh. The evolution in the statute book of section 3(k) and attendant 

provisions as related to CRIs, are examined next. 

 

 9.  In the “Report Of The Joint Committee” on The Patents (Second Amendment) 20 

Bill, 1999,  (Presented To The Rajya Sabha On The 19th December, 2001) and (Laid On The 

Table Of The Lok Sabha On The 19
th

 December, 2001), (hereafter “2001-report”) it was 

noted: 
 In the new proposed clause (k) the words ''per se" 

have been inserted. This change has been proposed because 25 

sometimes the computer programmes may include certain 

other things, ancillary thereto or developed thereon. The 

intention here is not to reject them for grant of patent 

if they are inventions. However, the computer programmes 

as such are not intended to be granted patent. This 30 

amendment has been proposed to clarify the purpose.  

(Clause 4 on Page 6 of 168, of the Joint Committee 

Report, Emphasis Added) 

 

 10.  The above object implies patent eligibility when computer programmes satisfy 35 

the criteria „developed thereon‟ or „ancilliary thereto‟, but „computer programmes as such‟ 

are excluded from patent protection.  The understanding of these three terms is explained 

below next. 
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 11. The term „developed thereon‟ in computer industry generally connotes areas 

normally classified as system or infrastructure software.  This type of software operates as a 

„base‟ for various higher level functions (e.g., execution of other software, assisting other 

software/ hardware in providing additional functionality) of other components.  In that sense, 5 

the classes of software are utilitarian for other machine components such as software and 

hardware (not directly to the human senses for understandability of the information). 

 

 12.  The term „things ancilliary‟ to computer programmes noted above implies other 

classes of CRIs when software programs control hardware (e.g., Robotics) or merely monitor/ 10 

measure or make more efficient the technological features implemented in software or 

otherwise, are also patent eligible. 

 

 13. The „computer programmes as such‟ exclusion noted above is understood to mean 

that the patents act, as a threshold matter, does not provide protection if an applicant merely 15 

provides a „program listing‟ or „object code‟ as a specification with the patent application.  

Rather the specification would be required to state the functional and inventive aspects in 

accordance with the other provisions of the Patents Act. 

 

 14.  Whether the term „computer programmes as such‟ of section 3(k) requires more 20 

to be excluded, is left to further interpretation.  In that respect, it may be observed that 

European Patent Practice uses a similar term and has evolved to be interpreted as requiring 

the equivalent of „technical advance‟ introduced into the definition of invention under section 

2(1)(j/ja).  Accordingly, practically, the requirements under the Patents Act for patent 

eligibility of CRIs, is aligned with European practice, as was the approach followed by 25 

several Controllers during the past several years. 

 

 15. The statement of Dr. S.K. Pal, Assistant Controller of Patents and Designs on May 

13, 2002 (see Annexure C) that, “Computer programs per se are protected by copyright law 

and therefore excluded from patent protection” is consonant with the above advanced 30 

comments.  Under the statement of Dr. S.K. Pal, the denial of patent protection under „per se‟ 

exclusion needs to be limited to those aspects covered by the copyright law.  As best 

understood, copyright law protects literal copying (i.e., software code from one 

medium/CD/Floppy to the other), but does not normally protect „functional/ technical 

aspects‟ that are subject of the Patents Act.  It thus implies that section 3(k) of the Patents Act 35 

was intended to grant patent protection for CRIs having technological/ functional nature. 

 

 16. The legislative intent behind the 2002 amendments is understood to be based on a 

recognition that: (1) the innovation process in software is no different than in other 

technology areas; (2) software and hardware are interchangeable in many circumstances;  (3) 40 
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the innovations pre-dominantly are in software based inventions recently; and (4) there is no 

practical reason for treating CRIs any different than inventions in other areas of technology 

(e.g., mechanical area). 

 

17. Now turning to the events after the 2004 Ordinance,  the amendment of section 5 

3(k) to prior text (of 2002 amendments) needs to be understood in the context of absence of 

any amendment to section 2(1)(ja) (defining inventive step) in the 2004 Ordinance, but 

insertion of the requirement of „technical advance‟ in 2005 Amendment. Therefore, the 

„technical character‟ requirement was simply moved into the definition of invention (in the 

2005 amendment) under section 2(1)(ja) from section 3(k) of the 2004 Ordinance.  10 

 

18.  The changes from 2004 Ordinance to 2005 Amendments again simply confirm 

that CRIs having technical character are patent eligible, and the events of 2004/2005 did not 

change the basic overall structure of the Patents Act in entitling CRIs for patent protection. 

 15 

19. From the above, it is observed that the 2004 Ordinance did not widen the scope of 

protection under section 3(k) of the Patents Act, contrary to the conclusion reached in the 

DRAFT GUIDELINES.  Therefore, the reversal to pre-2004 version of section 3(k) cannot be 

said to alter the patent eligibility of CRIs.  Similarly, the changes between the 2005 

Amendment and 2004 Ordinance did not in any way diminish the patent eligibility to CRIs 20 

having technical character.  

 

20.  It therefore follows (contrary to the conclusion in the DRAFT GUIDELINES) 

that the entire Patents Act has been consistent from inception of section 3(k), in making 

eligible the below categories of subject matter under section 3(k) of the Patents Act to the 25 

extent they are inventions (with technical advancement/character requirement under sections 

2(1)(j/ja) of the Patents Act, as Amended): 

(A) computer programme having technical application to industry; and 

(B)  computer programme in combination with hardware. 

 30 

21. From the above, it is respectfully urged that the interpretation of section 3(k) be 

revisited taking into consideration the legislative history noted above, and the examination 

guidelines for CRIs be framed consistent with such an understanding. 

 

 22. We further concur with the definition of „Technical  Advancement‟ (for purpose 35 

of section 2.1.ja) as being coexistent with „technical effect‟ (see Section 3.16 of the DRAFT 

GUIDELINES), thereby in effect bringing the examination guidelines closer to those 

developed under EPO law.  In particular, section 3.15 of the DRAFT GUIDELINES defines 

the term technical effect as “… solution to a technical problem, which the invention taken as 

a whole, tends to overcome.” The EPO guidelines appear to interpret such technical effects to 40 
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be outside of the ambit of „computer programs as such‟ exclusion, consistent with the 

interpretation advanced above.  

 

 23. It is a suggestion to expand the list in section 3.15 of the DRAFT GUIDELINES 

to address the cutting edge technology areas such as cloud/ grid computing (where arguably 5 

general purpose computers provide a different computing environment with the assistance of 

software), infra-structure software (which provides a „platform‟ for hosting other programs, 

e.g., virtual machines), software tools for generating additional software programs, computer 

to computer communications (networking), software components which reduce processing/ 

memory requirements tailored to specific environments, virtualization software, soft-ware 10 

plug-ins/utilities which provide additional technical advantages to their environments, 

inventions targeted to mobile computing, software as a service (SAAS), infra-structure 

software facilitating big-data analytics, performance monitoring applications, etc. 

 

 24. With respect to section 4.3 of the DRAFT GUIDELINES concluding that 15 

„computer program product‟ is „computer programme per se‟, appears to be based on a 

misunderstanding of the relevant principles. While section 3(k) operates to deny protection 

against literal copying of software code that the medium embodies/ stores (the domain of 

Copyright laws), such interpretation in no way means that the Patents Act (section 3K) 

prohibits protection of „functional aspects‟ embodied in software form and stored on a 20 

storage medium, especially given that the storage medium causes the machine to be a „new 

machine‟ (similar to in other areas of technology where patent eligible components cause 

machines to operate in a technologically new manner).  

 

 25. The protection as „computer program product‟ is a practical necessity for 25 

protection of technologies in several scenarios, given the specific form of rights conferred 

under section 48 of the Patents Act to Patentees. As an illustration, the sale of a medium 

storing the pertinent software instructions would constitute infringement under sub-section 

48(a) if the computer program product is eligible for patent protection.  In the absence of 

such protection as „computer program product‟, the inventors may be left without remedy at 30 

law in case of unlawful export of software (covered by method or apparatus claims) by 

selling CD type medium since sub-section 48(b) may not protect the patentee if the patented 

method will be performed only outside of India (when the software will be eventually 

executed).  

 35 

 26.  Annexure D provides an example of how a patentee may be left without 

protection in the absence of recognition of computer program product claims.  Assume a 

person is merely exporting by way of a thumb-drive, copies of software which provides the 

capabilities following from the subject matter of claims 1, 2 and 3. The patentee could be in 

precarious situation given that sub-section 48(a) may not protect the patentee based on claim 40 



To: Shri. BP Singh  Submitted by: Law Firm of Naren Thappeta 

India Patent Office  26 July 2013 

         
 

Page 7 of 16 

 

3 since that claim requires assembly of the software in a transceiver (which is being 

performed outside of India).  Sub-section 48(b) may similarly not protect the patentee since 

the steps would be performed outside of India.  The Patentees thus require the option of 

„computer program product‟ for protection of their interests in this context. 

 5 

 27. It is also urged that the DRAFT GUIDELINES be clarified to permit protection of 

the apparatus claim 3, if method claim 1 is considered patentable meeting all the 

requirements for grant of a patent.  The transceiver of claim 3 contains a component 

(receiver) operable in a novel way (a property). It appears there is no basis in the Patents Act 

to discriminate between the method claim 2 and apparatus claim 3 of Annexure D, once the 10 

subject matter otherwise satisfied the requirement of being an invention..  The patentees stand 

to benefit from the different protections afforded under sub-sections 48(a) and 48(b) for the 

same creative mental contribution, which ought to be permitted by the Patent Office in the 

absence of a showing of clear prohibition in the Patents Act.  It is therefore urged that the 

Patent Office consider accepting all the three forms of claims noted in the Annexure. 15 

 

 28.  Section 5.4.6. of the DRAFT GUIDELINES refer to a „general purpose known 

computer‟.  The definition of that term should be ideally added to „Section 3. 

Terms/definitions‟.  The term is normally understood to mean a machine that has nothing 

more than basic processor, input and output features. Under such an interpretation what is 20 

excluded is „routine data processing applications‟ (as opposed to system software, which are 

infra-structure software for execution of other applications, and therefore better technological 

products, etc.), which can execute on any general purpose computer system. 

 

 29.  Section 5.4.6. of the DRAFT GUIDELINES further states, “For considering the 25 

patentability of computer programme in combination with hardware features, the hardware 

portion has to be something more than general-purpose machine.”  This statement appears to 

exclude patent eligibility of below two categories of subject matter, and appropriate 

clarification/confirmation is helpful: 

(a) subject matter in the areas such data compression, admittedly having technical 30 

effect (see the list of section 3.15 of the DRAFT GUIDELINES), but the operation 

merely entails operation of software instructions in a novel way; and 

(b) subject matter in which it is only software instructions which makes „known 

hardware components‟ operate in a new way. 

 35 

 30.  The Guidelines may further clarify when a claim constitutes a „business method‟ 

vs. when the claim is merely a tool making a portion of a business more efficient (e.g., tractor 

vs. agriculture, selling to consumers vs. a new point of sale device) not excluded from patent 

protection under „business method‟ prong of section 3(k). 

 40 
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 31. It would be helpful to the prospective applicants to have specific illustrations of 

granted patents for CRIs (similar to illustrations for excluded subject matter in the DRAFT 

GUIDELINES), where there is continued and consistent agreement in the Patent Office, that 

the granted claims are not ineligible for patent protection under section 3 of the Patents Act. 

 5 

 The undersigned may be contacted if there are any questions or comments. 

 

Respectfully submitted 

 
Naren Thappeta 10 

Patent Agent/Advocate 

For: Law firm of Naren Thappeta  
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III. Annexures 

Annexure A  

Pages 311-314, „Principles of Statutory Interpretation‟, 12 Edition 2010 

By Justice GP Singh 5 

 

 

. 

. 

. 10 
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Annexure B 
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Annexure C 
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Annexure D 

1. (Reproduced from Section 4.3 of the DRAFT GUIDELINES) A computer program 

product for feeding back information from a receiver to a transmitter, the program comprising 

code which when executed on a processor of the receiver receives signals from the 

transmitter over a wireless multiple-input multiple- output channel; based on the received 5 

signals, transmits a plurality of reports back from the receiver to the transmitter in a periodic 

sequence of respective time intervals, the reports of each period comprising at least an 

indication of a pre-coding matrix and an indication of a rank of the pre-coding matrix in 

response to an event, omits the report comprising the rank indications from one of said 

periods; determines a subsequent report comprising an indication of a pre-coding matrix on 10 

the basis of a predetermined default rank, and transmits that report to the transmitter. 

 

2. A method of feeding back information from a receiver to a transmitter, the method being 

performed in the receiver, the method comprising: 

 receiving signals from the transmitter over a wireless multiple-input multiple- output 15 

channel;  

 based on the received signals, transmitting a plurality of reports back from the 

receiver to the transmitter in a periodic sequence of respective time intervals, the reports of 

each period comprising at least an indication of a pre-coding matrix and an indication of a 

rank of the pre-coding matrix in response to an event, omits the report comprising the rank 20 

indications from one of said periods;    

 determining a subsequent report comprising an indication of a pre-coding matrix on 

the basis of a predetermined default rank; and  

 transmitting that report to the transmitter. 

 25 

3. A transceiver comprising: 

 a transmitter; 

 a receiver for feeding back information to the transmitter, the receiver being operable 

to: 

 receive signals from the transmitter over a wireless multiple-input multiple- 30 

output channel;  

 based on the received signals, transmit a plurality of reports back from the 

receiver to the transmitter in a periodic sequence of respective time intervals, the 

reports of each period comprising at least an indication of a pre-coding matrix and an 

indication of a rank of the pre-coding matrix in response to an event, omits the report 35 

comprising the rank indications from one of said periods; 

   determine a subsequent report comprising an indication of a pre-coding matrix 

on the basis of a predetermined default rank; and  

 transmit that report to the transmitter. 


